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AMENDMENT 



Specification 

The amendments to the abstract were drafted to answer the Examiner's objection 
and it now reflects the claimed disclosure as requested by the Examiner. 

35 USC §102<b)/l03(a) 

Claims 1-10 were rejected under 35 USC 102(b) as being unpatentable under U.S. 
Patent No 5,74,430 ("Inoue"). The Examiner argues that Inouc, "discloses mixtures 
comprising lubricating oil plus overbased calcium salicylate plus calcium sulfonate 
plus ZDTP plus phenol plus zinc dipentyldithiocaibamate (example 8) in 
proportions (hat appear to be encompassed by Applicant's claims." For a reference 
to be a 102 rejection, it must disclose each and every claimed limitation. This 
rejection fails because Inoue does not disclose the limitation of using both neutral 
and overbased detergents. Inoue only discloses mixtures of overbased detergents. 
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In addition, Inoune states that the component (c) (ZDDP) must be present in an 
amount sufficient to yield 0.04% to 0. 10% of (elemental) phosphorus in the engine 
oil composition. ZDDP components typically contain 7-8 wt% phosphorus; using 
the 7.2 wt% phosphorus quoted for the ZDDP in all of Inoue's Examples, 
applicant's maximum ZDDP treat of 0. 15% would yield 0,01 1% phosphorus. This 
is significantly, below the minimum phosphorus level of 0.04% phosphorus claimed 
by Inoue as necessary for maintaining good fuel consumption as the engine oil 
condition deteriorates. The 0.04% phosphorus minimum in Inoue's claims would 
translate to about 0.55% ZDDP, using Inoue's 7J2% phosphorus content value for 
the ZDDP in his examples. Most likely, the examiner confused Inoue's 0.04 - 
0.10% phosphorus for 0.04 - 0.10% ZDDP, and hence objected to applicant's claim 
of 0.0 - 0. 1 5% ZDDP. Accordingly, the rejection should be removed since the 
reference fails to disclose the claimed ranges and further teaches way from using 
the claimed ranges. 

35 USC §1 03(a) 

Regarding Abraham, Both Applicants and Examiner agree that Abraham does not 
disclose a combination of neutral and overbased detergents. 

Regarding Cartwright, Applicants would like to disqualify the reference under 35 
U.S.C. § 103(c) since both the Cartwright patent and the present claimed invention 
where commonly owned at the time of invention. Accordingly under MPEP 
706.02(1X2) applicants hereby make a statement of record that both the application 
and the reference were, at the time the invention was made, owned by, or subject to 
an obligation of assignment to, the same person. 

Examiner is now requested to remove the rejection since the reference has been 
disqualified. In addition, it would not have been obvious to one of ordinary skill in 
the art at the time of the invention to pick and choose the various disclosures in the 
cited prior art without the motivation to obtain a lubricating oil having long life as 
evidenced in viscosity increase, oxidation and nitration when used in a gas engine. 
This motivation is found in Applicant's disclosure and not in the cited prior art. 



PAGE 38 1 RCVD AT 9/11/2M6 2:33:28 PM [Eastern Daylight Time] 1 SVfcUSPTO-EFXRF'IJIS * WflS:2738M0 1 CS(D:908 730 3849 * DURATION fmihss):0148 



SEP- 11 -2006 14:33 FROM: EXXONMOBIL LAW OEPT 908 730 3649 



TO:USPTO 



P.4'5 



U.S. Serial No. 10/666,35$ 

Reply to Office Action of: July 1 0, 2006 



Page 3 



Family Number: P2002J093 US2 



Conclusion 

Applicants have addressed all the rejections in the amendments, arguments, and 
statement of common ownership in this response. Accordingly, applicants 
respectfully request the Examiner allow the application. 



RespectfiiUy submitted, 




GaryP.Katz 
Attorney for Applicants) 
Registration No. 46,099 
Telephone Number: (908)730-2114 
Facsimile Number: (908)730-3649 
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